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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 53-84 are drawn to establishing a telephone call over IP, classified 
in class 370, subclass 352. 

II. Claims 85-92 are drawn to voice mail messaging system, classified in 
class 379, subclass 67.1 . 

The inventions are distinct, each from the other because of the following reasons: 

The above inventions are separate, distinct, and independent. Neither requires 
other for its implementation, they have separate statuses in the art as shown by their 
different classification. Each invention, if allowable, would be capable for supporting a 
separate patent. Therefore, restriction for examination purposes is proper. 

2. This application contains claims 85-93 are drawn to an invention nonelected with 
traverse in last response. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) See 
MPEP§821.01. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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4. Claims 53,55-58,83,84 are rejected under 35 U.S.C. 102(e) as being anticipated 
by White et a! (US Pat. # 6,71 1 .241 ). 

Regarding claim 53, White et al disclose Internet telephone service which 
incorporating the steps of associating a telephone number provided by a first 
terminal with a first Intemet Protocol address (83 of fig. 3; 104, 1 12 of fig. 4); 
establishing an Internet communication link in a communication path between the 
first terminal and a second terminal using the associated first IP address (col. 7, 
line 30- line 9, col. 7; fig. 4); and communicating information across the 
established Internet communication link (col. 7, line 30- line 9, col. 7; fig. 4). 

Regarding claim 55, White et al disclose the step of converting the 
communicated into an analog form; and reproducing the analog form of the 
information audibly (lines 18-46, col. 7). 

Regarding claim 56, White et al disclose the step of communicating the 
information across a first public switched telephone network (PSTN) link before 
communicating the information across the Internet communication link (102 of fig. 
4). 

Regarding claim 57, White et al disclose the step of communicating the 
information across a public switched telephone network link after communicating 
the information across the Internet communication link (114 of fig. 4). 

Regarding claim 58, White et al disclose the step of communicating the 
information across a second PSTN link after communicating the information 
across the Internet communication link (1 14 of fig. 4). 
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Regarding claim 83, White et al disclose a first telephone set (100 of fig. 4) 
operable to be connected to a second telephone set (118 of fig. 4) over a primary 
network (102 1 14 of fig. 4) and a secondary network (106 of fig. 4), the first 
telephone set comprising a connecting circuit operable to enable connection of 
the first telephone set to the primary network and the secondary network; and a 
server (1 04, 1 1 2 of fig. 4), that locates the second telephone set with respect to 
the secondary network and that establishes a connection over the secondary 
network and the primary network between the first telephone set and the second 
telephone set (figs.3 and 4). 

Regarding claim 84, White et al disclose that the primary network is the 
PSTN (102,1 14 of fig. 4) and the secondary network is the Internet (106 of fig. 4). 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. Claims 54,59,60,61 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over White et al in view of Ng et al (US pat. 6,243,376). 

Regarding claim 54, White et al disclose all the subject matter as 
described in previous paragraph except disclose the step of associating a 
telephone number provided by the second terminal with a second IP address, 
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wherein the Internet communication link is established using the first and second 
IP addresses. Ng et al disclose a method and apparatus for making a phone call 
connection over the Internet connection disclose the step of disclose the step of 
associating a telephone number provided by the second terminal with a second 
IP address, wherein the Internet communication link is established using the first 
and second IP addresses (col. 1, line 63 through line 8, col. 2). Therefore, it 
would have been obvious to one skilled in the art to use the step of disclose the 
step of associating a telephone number provided by the second terminal with a 
second IP address, wherein the Internet communication link is established using 
the first and second IP addresses as taught by Ng et al in the system of White et 
al in order to set up a phone call connection over an Internet connection 
automatically. 

Regarding claim 59, White et al fail to disclose the step of communicating 
the telephone numbers provided by the first and second terminals to an IP 
server, wherein the IP server associates the respective telephone numbers with 
the first and second IP addresses and enables the establishment of the Internet 
communication link based on the first and second IP addresses. Ng et al disclose 
a method and apparatus for making a phone call connection over the Internet 
connection disclose the step of communicating the telephone numbers provided 
by the first and second terminals to an IP server, wherein the IP server 
associates the respective telephone numbers with the first and second IP 
addresses and enables the establishment of the Internet communication link 



Application/Control Number: 1 0/621 ,383 Page 6 

Art Unit: 2664 

based on the first and second IP addresses (col. 1 , line 63 through line 8, col. 2). 
Therefore, it would have been obvious to one skilled in the art to use the step of 
communicating the telephone numbers provided by the first and second 
terminals to an IP server, wherein the IP server associates the respective 
telephone numbers with the first and second IP addresses and enables the 
establishment of the Internet communication link based on the first and second 
IP addresses as taught by Ng et al in the system of Whit et al in order to set up a 
phone call connection over an Internet connection automatically. 

Regarding claim 61 , White et al fail to disclose the step of correlating the 
telephone number provided by the first terminal with a telephone number 
provided by the second terminal to provide the association between the 
telephone number provided by the first terminal and the first IP address. Ng et al 
disclose a method and apparatus for making a phone call connection over the 
Internet connection disclose the step of correlating the telephone number 
provided by the first terminal with a telephone number provided by the second 
terminal to provide the association between the telephone number provided by 
the first terminal and the first IP address (lines 9-27, col. 2). Therefore, it would 
have been obvious to one skilled in the art to use the step of correlating the 
telephone number provided by the first terminal with a telephone number 
provided by the second terminal to provide the association between the 
telephone number provided by the first terminal and the first IP address as taught 
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by Ng et al in the system of White et a! in order to set up a phone call connection 
over an Internet connection automatically. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entjtled to a patent unless - 

(e) the invention was described in (1 ) an application for patent published under sectton 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the inventbn by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 62,63.68-70,74,77,78 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Ng et al. 

Regarding claim 62,68,69,74,77 Ng et al disclose a method and apparatus for 
making a phone call connection over the Internet connection disclose the step of 
correlating a first destination telephone number provided by a first terminal with a first 
origination telephone number provided by a second terminal to associate a first Intemet 
protocol (IP) address with the first destination telephone number (col. 1, line 56 through 
line 27, col. 2); correlating a second destination telephone number provided by the 
second terminal with a second originating telephone number provided by the first 
terminal to associate a second IP address with the second destination telephone 
number (col. 1, line 56 through line 27, col. 2); establishing an Internet communication 
link in a communication path between the first and second terminals using the 
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associated first and second IP addresses (305 of fig. 4) and connmuni eating information 
across the established Internet communication link (309 of fig. 4). 

Regarding claim 63,70,78 Ng et al disclose the step of converting the information 
into an analog form and reproducing the analog form of the information audibly (lines 
56-52, col. 4). 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in sectfon 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 64-66,71-73.79-81 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ng et al in view of White et al. 

Ng et al fail to disclose the limitations recited in claims 64-66,71-73,79-81. White 
et al disclose the limitations previously described in claims 56-58. Therefore, it would 
have been obvious to one skilled in the art to use the limitations taught by White at el in 
the system of Ng et al in order to set up the internet connection from PSTN to IP 
network. 

1 1 . Claims 60,67,75,82 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AJIT G. PATEL whose telephone number is 571-272- 
3140. The examiner can normally be reached on MONDAY-THURSDAY. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on 571-272-3134. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Ajit Patel 
Primary Exar'^- 



